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Office Action Summary 



Application No. ^} Applicant(s) 

KUSUDOU ET AL 



09/703,718 



Examiner 

James Derrington 



Art Unit 

1731 



^T he MAILING DATE of this communi cation appears on the cover sheet with the correspondence aaaress ~ 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
Tup MAILING DATE OF THIS COMMUNICATION. 

JSSS^ -der the provisions of 37 CFR 1 .136(a). .n no event, however, may a reply be t.mely filed 

after SIX (6) MONTHS from the mailing date of th ' s h c °^ n '^ 0 "' r . wjthin the statutory minimum of thirty (30) days will be considered timely. 

earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1 )S Responsive to communication(s) filed on 12 September 2002 . 
2aM This action is FINAL. 2b)D This action is non-final. 

3 ) Q Since this application is in condition for allowance except for formal matters P^ecu«on as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

4) [3 Claim(s) 1^20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) £20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 !,□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0. 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No. . 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

n , x to t r itaH ,pm n<™ 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

1 ) □ Nottce o References C-^M^ U patept App|fcation {pjQ _, 52) 

2) LJ Notice of Draftsperson s Patent Drawing Review (f I u-s<kjj uj 

3) □ Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) U Other: . 
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Claims 1-20 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The recitation "and 
having no terminal amino group" was not described in the specification as filed. This 
recitation expressly excludes a terminal amino group while implying the permissible 
inclusion of all other terminal groups. Thus this negative limitation introduces a new 
concept that was not present in the original disclosure. See Ex parte Grasselli et al, 231 
USPQ 393 (Bd. Pat. App. & Int.). 

The following distinctions are noted between the present case and the decisions 
cited by applicant. In Kennecott Corp. v. Kyocera Int'l, Inc., evidence from a later filed 
application was presented to show that the term "equalized microstructure" was an 
inherent property of the claimed body of an earlier filed application. Applicant has not 
presented evidence that the concept of excluding terminal amino groups and permitting 
the inclusion of all other terminal groups was in possession of the inventors at the time 

the invention was filed. 

The U.S. Court of Appeals Federal Circuit (In re Wright 9 USPQ2d 1649) 
determined that evidence contained in applicant's specification was convincing that the 
microcapsules were "not permanently fixed" to their supports. Applicant has not 
pointed to evidence in the specification that supports the concept of excluding terminal 
amino groups and permitting the inclusion of all other terminal groups. 
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As pointed out by applicant (In re Voss 194 USPQ 267 CCPA) the term 
"crystalline content ... at least 50% by weight* not literally disclosed was held to be 
described by literal disclosure of "glass-ceramic material" coupled with evidence that 
one skilled in the art would have attributed the recited crystalline content as inherent in 
that material, (emphasis added). Finally, evidence was also present in Ex parte Parks, 
(Bd. Pat. App. & Inter. 1993) in the form of declarations to support the conclusion that 
the reaction was "conducted in the absence of a catalyst". Applicant has not presented 
evidence to support the concept that exclusion of terminal amino groups and inclusion 
all other terminal groups was reasonably conveyed to one skilled art at the time the 
application was filed. 

Applicant should note that if the above recitation ""and having no terminal amino 
group" is canceled from the claims, the claims will be subject to the prior art rejection of 
record. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Derrington whose telephone number is 703 308- 
3832. The examiner can normally be reached on 8:30am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 703 308-1 164. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703 305-7718 
for regular communications and 703 872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703 308 
0661. 




